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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claims 54-60 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

1 . The claims are indefinite in their recitation of abbreviations to describe the components, 
S, TBzTD, MBTS. The claims must define the metes and bounds of the invention and so should 
indicate the exact terminology for these components. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claim 1-7 and 9- 43 are rejected under 35 U.S.C. 102(e) as being clearly anticipated by 
Wilson, III, US Patent No.6620871. 

Applicant's invention pertains to a rubber composition comprising: 

1 . Natural rubber, synthetic rubber or mixtures, such as butyl rubber, halogenated rubbers 
and millable polyurethanes 

2. A curing agent 
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3. A silica filler 

4. A non-petroleum oil having fatty acid side chains wherein at least half of the side chains 
are unsaturated, such as 

a. Castor oil 

The composition may additionally comprise a sulfur curing agent. 

The composition may additionally comprise a metal alkoxy compound, wherein the metal is 

i. Titanium 

ii. Zirconium 

iii. A chelate 

Claims 16-27 are directed to a rubber composition wherein the rubber is cured and 
articles made therefrom such as a shoe. 

Claims 28-33 relate to a method for producing a rubber footwear article. 

Claims 34-53 and 60 relate to a shoe having a component made from the presently 
claimed rubber composition. 

Wilson, III discloses a moldable rubber composition containing a synthetic or natural 
rubber, conventional curing agents, and an auxiliary composition containing titanium or 
zirconium compounds. The titanium compounds of the invention have at least one alkoxy group 
bonded to titanium, and zirconium compounds of the invention have at least one alkoxy group 
bonded to zirconium. In preferred embodiments, the auxiliary composition contains chelates of 
the titanium or zirconium compound. 
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The rubber resin of the patented invention may be selected from the group consisting of 
natural rubber, synthetic rubber, and mixtures thereof, wherein the synthetic rubber comprises a 
backbone comprising repeating olefinic unsaturation. The composition additionally contains a 
sulfur containing curing agent and an auxiliary composition comprising petroleum wax. 

Suitable amounts of metal compounds are expressed as 0.01-10 phr resin of a metal 
compound selected from the group consisting of a titanium compound with at least one alkoxy 
group -OR bonded to titanium, a zirconium compound with at least 1 alkoxy group OR bonded 
to zirconium, and mixtures thereof. 0.01-10 parts per hundred resin of a metal compound 
selected from the group consisting of a titanium compound with at least one alkoxy group -OR 
bonded to titanium, a zirconium compound with at least one alkoxy group -OR bonded to 
zirconium, and mixtures thereof, wherein R comprises an alkyl group of 8 or fewer carbon 
atoms. Examples of the metal compound include titanium acetylacetonate and zirconium 
acetylacetonate. 

The patented composition further includes a carrier that comprises silica, wherein the 
carrier comprises carbon black or wherein the carrier comprises titanium dioxide. The patented 
composition may further 40 to 48 phr silica filler and/or a petroleum wax. 

The patented invention further calls for a method for producing a rubber footwear 
component, wherein the molded rubber article is a shoe outsole, comprising mixing a moldable 
rubber composition comprising a rubber resin selected from the group consisting of natural 
rubber, synthetic rubber and mixtures thereof, wherein the synthetic rubber comprises a 
backbone comprising repeating olefinic unsaturation a sulfur containing curing agent; and a. 
metal compound. The patented invention includes less than 3 phr of a non-petroleum oil. The 
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iodine number is considered to be an inherent property of the compositions since the components 
of the patented invention are essentially the same as applicant's, the properties of the 
composition are expected to be the same as applicant's composition. See the entire document. 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1- 60 are rejected under 35 U.S.C. 103(a) as being unpatentable over Wilson, III, US 

Patent No. 6620871 as applied to claims 1- 43 above and further in view of Teratani et al, US 

Patent No. 5001 185 and Hakuta et al, PGPUB- No.: 20030096904. 

4. Teratani et al discloses a rubber composition comprising 20-130 parts by weight of 
carbon black and 1-30 parts by weight of at least one resin obtained by adding amine as a curing 
agent for resin, to a novolak type phenolic resin modified with at least one of animal oil, 
vegetable oil, unsaturated oil, aromatic hydrocarbon and nitrile rubber for the provision of self 
curability, based on 100 parts by weight of at least one rubber selected from polyisoprene rubber 
(inclusive of natural rubber), polybutadiene rubber and styrene-butadiene copolymer rubber. 
According to the patented invention, additives usually used in rubber industry include sulfur, 
vulcanizing agent, vulcanization accelerator, antioxidant, silica and process oil. See col. 3, lines 
19-24. Since these components are conventional their inclusion in the Wilson, III rubber 
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compositions, (particularly the inclusion of the specific oils of Teratani et al), would have been 
obvious to the ordinary practitioner of this art. 

Hakuta et al teaches castor oil to be an effective dripping inhibitor for rubber 
compositions. See paragraph 0569. Incorporation of the conventional castor oil into the 
compositions of Wilson, III to function as dripping inhibitor would have been an obvious 
variation to one of ordinary skill in the art absent a clear showing of unexpected results 
attributable to the specific oil employed. 

Furthermore, since Wilson, IE indicates that conventional curing agents may be used to 
cure the rubber compositions, and Hakuta et al teaches castor oil to be an effective dripping 
inhibitor as well as a filler for rubber compositions, it would have been obvious to use any 
conventional curing agent including those of the peroxy type, absent some clear showing of 
unexpected results attributable to this selection. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kriellion A. Sanders whose telephone number is 571-272-1 122. 
The examiner can normally be reached on Monday through Thursday 6:30-7:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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